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Brown & Williamson Corporation ’’Barclay" 

Patents in Europea. Our file GlOll _ 

Further to ray letter of 25th October, I have had a long session in 
Neuchatel, discussing with Messrs Gaisch., Bourlas, Mandiratta and Hach the 
present situation of the Barclay applications in European countries and 
further action that should be taken, bearing in mind the changed circumstances 
arising from the launch of the Barclay product in Switzerland, the unfair 
competition action taken in Geneva and the allowance of the Barclay application 
on appeal in Germany. 

In view of the failure of our observations to influence the German Appeal 
Board to reject the appeal,, it was decided that a fresh attempt should be made 
to suppress the patent by lodging formal opposition against the German patent 
within the permitted term of three months after issue (perhaps between March 
and June 1983). This seems to be an action well worth taking, partly because 
there remains the possibility of a launch in Germany, but also because the 
outcome of the German proceedings may be taken as indicative of the outcome 
elsewhere, and especially in Switzerland where the patent is unlikely to issue 
in under about two years. A formal opposition, in which we would be an active 
party, compels the Patent Office (and if necessary the Appeal Board) to consider 
our grounds of opposition, in a way that they need not do upon the mere filing 
of "observations" by an outside party during the pendancy of a patent 
application. Nevertheless, after the issue of the patent there remains a 
burden of proof on the opponent and this suggests that every effort should be 
made to strengthen the case before the opposition is filed. 
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One way in which we would like to strengthen the case, and this has 
the agreement of all at FTR, is to add a fresh ground, that the alleged 
invention is M contrary to public order or morality" in that its primary purpose 
is to deceive the smoking public and thereby expose them to unsuspected health 
risks. We have previously been very reticent about raising this aspect in 
any observations filed against the patent applications, but now that these 
issues are on public record and widely publicised, more especially in 
connection with the action in Geneva, there seems to be every reason to 
strengthen our opposition case by their inclusion. In any case, the opposition 
will not be due for filing until long after a decision has been reached in 
the unfair competition action, so that the whole question of the inclusion of 
this additional ground will be reconsidered before the opposition is actually 
filed. 


At the same time, if it is finally decided to act this kind of ground 
to the German opposition, and more especially if there is a favourable 
judgement in Geneva, we would wish to file additional comments on all the 
pending applications, in which the same issue is raised. 


We also reviewed the sources of prior art that we had already investigated 
in connection with the Barclay applications, and decided that there were further 
searches which might possibly be done, if only by way of insurance. It is 
perhaps unlikely that any further pertinent patent specifications will be revealed 
by further searching, but we would like to be certain that we have done 
everything reasonable to identify all the available art. Moreover, now that 
BAT have raised the issue of the behaviour of air and smoke in the mouth of the 
smoker, the functional aspect of cigarette mouth pieces becomes of interest, 
and this is something which'may be more evident from the technical literature 
than from patent specifications. 

Accordingly, it becomes important to know whether a full US patent search 
has been carried out, because the material at our disposal does not show whether 
or not this is the case. At the outset of this case I was given large numbers 
of US patents and accompanying lists by Howard Kothe, I enclose copies for the 
purposes of identification, but I cannot tell whether these represent the results 
of systemmatic searching or simply the contents of Watson Leavenworth's own 
files. Those present at the meeting were agreed that, if a full search has not 
yet been done, we should ask you to put a search in hand, to cover filters and 
filter manufacture, cigarettes and cigarette manufacture and test smoking 
apparatus, including any cross-referencing available in the US Patent Office. 
Furthermore, we would ask you to search the technical literature to the limits 
of your retrieval and indexing capability, both as regards cigarette and filter 
structures and studies of the behaviour of cigarette tobacco and air streams in 
the mouth. 


FTR is considering a list of other possible searches, in the German, 
European and Japanese Patent Offices and through various private organisations. 

A decision on each possible search will have to be taken on'the basis of cost 
effectiveness. Moreover, since one of the most important items of prior art 
dates from 1927, it seems that any search must be carried back a very long way, 
say to 1914. 

To some extent, FTR's decision on what further searching to instruct will 
depend on whether we already have the results of an exhaustive US search or, if 
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we have not such a search already, you would be prepared to undertake one at this 
stage. It would therefore be very helpful to have your advice on what searching 
has already been done in the United States and to what extent you can offer 
further assistance in this direction. I should welcome your early comments 
so that we may put in hand any searching of our own that seems necessary. 

We need the results within about three months, bearing in mind the German 
opposition term. 

Finally, the latest developments, including the allowance of the German 
Appeal, the launch in Switzerland and the unfair competition action, and matters 
arising therefrom, make it desirable to update my report of 31st July to Fish 
& Neave. Accordingly, I am preparing an addendum to that report and will forward 
it to them in due course. 



Yours sincerely. 


c.c. X. Rt? 

( 
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